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DETAILED ACTION 

1 . This action is responsive to communications: Application filed on 19 Aug 2003. 

2. Claims 1-21 are pending in this case. Claims 1, 8, 15-21 are independent claims. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-4, 8-11, and 15-21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Shima (US 6,362,894 B1; Date of Patent: Mar. 26, 2002; Effective 
Filing date Nov. 25, 1998) ('Shima-894'). 

With regards to independent claims 1, 8, 15-21, Shima-894 discloses a 
printing system for printing over a network. The system consists of a file server, which is 
connected to the Internet via a router, and stores various information resources 
(location data) (column 5, lines 15-17; 103 in Fig 1). For example, a webpage can be 
stored on the server. Not only is the webpage stored on the server, it's URL (location 
data) is also stored on the server. Having the URL stored on the server, gives the 
system quick access to the specific webpage when trying to access it per user request; 



Application/Control Number: 10/643,220 Page 3 

Art Unit: 2176 

a network printer for printing out the obtained print data. As with the current invention, 
Shima-894 network printer contains a Receive Control Section (location data request 
and receiving system) for receiving location data that is downloaded from the server, a 
Memory (data storage) for storing data downloaded from the server, and a Printing 
Control Section (printing device) for printing the data downloaded from the server 
(column 5, lines 37-38; column 5, lines 62-64; column 5, lines 51-52; 11 in Fig 1; 13 in 
Fig 1; 14 in Fig 1; 16 in Fig 1). From the webpage example, the webpage's URL 
(location data) is stored in a URL storage subsection (column 6, lines 43-44; 20 in Fig 1) 
of the storage section (print data) of the printer (19 in Fig 1). The printer requests 
(locating data requesting system) the server to transfer information according to the 
determined format, ie TXT, HTML, JPEG, etc. (location data of the print data based on 
the data stored in said data storage). After the server generates the location data of the 
print data (this would inherently happen after the server locates the requested 
webpage), it transfers (data transmitting system) the required information to the printer. 
Once the printer receives the information, it generates print image data and prints the 
document (column 6, lines 33-36/ The printer is capable of accessing information 
resources without using the host computer (column 2, lines 41-44; column 7, lines 28- 
29; 2 in Fig 1); a computer accessible recording medium that contains a printing control 
program for receiving and printing information resources on the network. The program 
enables the host computer means for performing all aforementioned functions as if it 
were operating as the file server or the network printer (column 4, lines 16-32). As in the 
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current invention, Shima-894 system components (server, printer, and computer) are 
capable of two-way (transmit and receive) communications within the network. 

With regards to dependent claims 2 and 9, Shima-894 doesn't explicitly 
disclose a mechanism for updating the resources (location data) stored in location data 
storage, however it would be inherent to anyone of ordinary skill in the art that there 
would be such a mechanism in place, as the data in most databases is not constant. 
There is always at least one mechanism for adding and deleting information within the 
database. 

With regards to dependent claims 3 and 10, Shima-894 discloses a URL 
storage subsection within the network printer for storing a URL specified by the host 
computer (column 6, lines 10-11; 20 in Fig1). Based on the established meaning of an 
URL, the scope of this subsection is identical to the scope of the current invention 
designating system to designate one of a plurality of locations, which are indicated by 
the location data, corresponding to the print data to be printed. 

With regards to dependent claims 4 and 11, Shima-894 discloses a process to 
determine whether the data received by the printer is printable or unprintable data. 
Shima-894 uses a format management table to determine whether the format of specific 
data is receivable,(print data) or un-receivable (unprintable data) (column 6, lines 11-18; 
Fig 2). Even though Shima-894 doesn't explicitly state that both printable and 
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unprintable data are stored on the server, and that the location data generating system 
generates a location for both, and transmits them, this is nevertheless implied, because 
in order for the printer to distinguish printable data from unprintable data, the server 
must be capable of transmitting both printable data and unprintable data to the printer. 

Shima-894 also discloses a URL storage subsection within the network printer for 
storing a URL specified by the host computer (column 6, lines 10-11; 20 in Fig1). Based 
on the established meaning of a URL, the scope of this subsection is identical to the 
scope of the current invention designating system to designate one of a plurality of 
locations, which are indicated by the location data, corresponding to the print data to be 
printed. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 5-7, 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shima (US 6,362,894 B1; Date of Patent: Mar. 26, 2002; Effective Filing date 
Nov. 25, 1998) ('Shima-894') in view of Shima (US 6,867,874 B1; Date of Patent: 
Mar. 15, 2005; Effective Filing date Nov. 16, 1999) ('Shima-874'). 

With regards to dependent claims 5 and 12, Shima-894 discloses a process to 
determine whether the data received by the printer is printable or unprintable data. 
Shima-894 uses a format management table to determine whether the format of specific 
data is receivable (print data) or un-receivable (unprintable data) (column 6, lines 11-18; 
Fig 2). Even though Shima-894 doesn't explicitly state that both printable and 
unprintable data are stored on the server, and that the location data generating system 
generates a location for both, and transmits them, this is nevertheless implied, because 
in order for the printer to distinguish printable data from unprintable data, the server 
must be capable of transmitting both printable data and unprintable data to the printer. 

Shima-894 also discloses a URL storage subsection within the network printer for 
storing a URL specified by the host computer (column 6, lines 10-11; 20 in Fig1). Based 
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on the obvious meaning of an URL, the scope of this subsection is identical to the scope 
of the current invention designating system to designate one of a plurality of locations, 
which are indicated by the location data, corresponding to the print data to be printed. 

Even though it is inherent that the designating system would have means for 
extracting location data of the print data from location data received, Shima-894 does 
not disclose expressly that the designating system includes an extracting system that 
extracts the location data of the print data from the location data received by the 
location data receiving system. 

However, Shima-874 discloses the printer analyzes the text of the resources 
received from the server, extracts the URL (location data) of the structural data and 
sends a transfer request of the structural data in accordance with the URL (column 3, 
lines 16-19). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to provide a mechanism for extracting the URL from the location data, 
providing the benefit of determining the location of the print data. 

With regards to dependent claims 6 and 13, as with the current 
invention, Shima-894 discloses a process to determine whether the data received by 
the printer is printable or unprintable data. Shima-894 uses a format management table 
to determine whether the format of specific data is receivable (print data) or un- 
receivable (unprintable data) (column 6, lines 11-18; Fig 2). Even though Shima-894 
doesn't explicitly state that both printable and unprintable data are stored on the server, 



Application/Control Number: 10/643,220 Page 8 

Art Unit: 2176 

and that the location data generating system generates a location for both, and 
transmits them, this is nevertheless implied, because in order for the printer to 
distinguish printable data from unprintable data, the server must be capable of 
transmitting both printable data and unprintable data to the printer. 

Shima-894 does not disclose expressly that said transmitting system selectively 
transmits only the location data of the print data. However he does disclose that in one 
embodiment of his invention, only preset information of specified information resources 
is received and printed (column 7, lines 34-35). Using the broadest interpretation of this 
statement, the examiner presume that if one were to preset specific information about 
the resources that were to be received, then only those selective resources would be 
transmitted based on the preset information. Therefore, the examiner concludes that 
this preset information could include only transmitting the location data of the print data, 
as oppose to transmitting both print data and unprintable data. 

Therefore it would have been obvious to combine Shima-874 with Shima-894 for 
the benefit of being able to selectively determine the specific type of data that the server 
is to transmit. 

With regards to dependent claims 7 and 14, as with the current 
invention, Shima-894 discloses a process to determine whether the data received by 
the printer is printable or unprintable data. Shima-894 uses a format management table 
to determine whether the format of specific data is receivable (print data) or un- 
receivable (unprintable data) (column 6, lines 11-18; Fig 2). Even though Shima-894 



Application/Control Number: 10/643,220 Page 9 

Art Unit: 2176 

doesn't explicitly state that both printable and unprintable data are stored on the server, 
and that the location data generating system generates a location for both, and 
transmits them, this is nevertheless implied, because in order for the printer to 
distinguish printable data from unprintable data, the server must be capable of 
transmitting both printable data and unprintable data to the printer. 

Shima-894 does not disclose expressly that said transmitting system includes an 
extracting system that extracts the location data of the print data from the location data 
stored in said location data storage, said transmitting system transmitting the location 
data extracted by said extracting system. 

However, Shima-874 discloses that the web server transmits resources 
requested by the printer based on the printer's request message in accordance with an 
URL (column 4, lines 34-39). Therefore, the examiner concludes that if the printer has a 
mechanism for extracting the URL (location data) from the resources transmitted by the 
server, and a mechanism for including an URL (location data) in it's request for 
resources to the server, then inherently the transmitting system on the server would 
have a mechanism for extracting the URL (location data) of the print data in storage, so 
it can be included in the response message to the printer. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to provide a mechanism for extracting the URL (location data) of the print 
data in the data storage in order to include it in the resource information that is 
transmitted to the printer in response to the printer's request of the specified resources. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James J. Debrow whose telephone number is 571-272- 
5768. The examiner can normally be reached on 8:00-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

James J. Debrow 

Examiner 

Art Unit 2176 
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